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1 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In 1 Y is not defined. In 3 the formula in parenthesis 
depicts an isobutyl and not the recited t-butyl group. In 4 "therapeutically" should be 
inserted before "effective". "Chemically modified compound" is vague and indefinite in 
10. Therapeutically effective should be inserted before "salt" in 11. "Prodrug" in claim 12 
is vague and indefinite. 

Claims 1-3 and 18 are rejected as unpatentable under 35 USC 101 as not 
representing a new invention. Claims 1-3 recite compounds which include a compound 
which has been extracted from Piper Laetispicum a plant which applicants state in the 
paragraph bridging p. 6 and 7 of the specification has been used in China for a long 
time to treat rheumatism. Applicants also claim a pharmaceutical composition and a 
method of alleviating inflammation and pain using the compound. Applicants thus need 
to recite "an essentially pure compound having the following structure" before the 
independent claims. This is because the compound is not new in nature while the 
essentially pure compound is. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Banerji et al, Phytochemistry, vol., p. 897-901 (April 17 2002). It discloses the isolation 
and structural characterization of a compound from Piper brachystachyum Wall denoted 
as (4). It falls within the genus of claims 1 and 2. It has the following structure: 




See p. 897, second column to the paragraph ending at the middle of p. 899 and 
the first 4 paragraphs under Experimental at p. 899 and 900. It reads on claim 1 when 
R2 is hydrogen, n is 3, the 7-8 bond is single, Z is =0, Y is NH and R1 is isobutyl. 

Any inquiry concerning this communication should be directed to Bernard Dentz 
at telephone number 703 308-4544. 



B. Dentz 
Feb. 24, 2004 




